JUL 13 -'04 01 :00PM PATENT DEPT P. 6/9 

09/877,835 6 P-5686U1-CM 

REMARKS 

Reconsideration of the present application and entry of the amendment is 
respectfully requested. Claims 1 to 9, 11 to 17, 19 and 20 are currently pending, and claim 
11 has been amended. 

The Final Office Action mailed March 10, 2004 addressed claims 1 to 9, 11 to 17, 
19 and 20, Claims 1 to 9, 11 to 17, 19 and 20 were rejected. 

Claims 11 and 19 were rejected under 35 U.S.C. § 112, second paragraph, as being 
indefinite for failing to particularly point out and distinctly claim the subject matter which 
applicant regards as the invention. The Examiner stated that claim 1 1 depends from claim 
10, which has been canceled, and claim 19 depends from claim 11. 

Claim 1 1 has been amended to correct the dependency and to depend from claim 1 . 
Applicant respectfully submits that this overcomes the rejection and requests that the 
Examiner reconsider and withdraw the rejection of claims 11 and 19 under 35 U.S. C. § 
112, second paragraph. 

Claims 1 to 3, 5 to 9, 11 to 16, 19 and 20 were rejected under 35 XLS.C. § 103(a) 
as being unpatentable over Melvin et al. (US 5,779,562), The Advisory Action of June 
29, 2004 seated that Yamagishi et aL (US 5,688,595) was inadvertently omitted from the 
rejection. 

Applicant respectfully disagrees with the Examiner and submits that the Examiner 
has not made out a prima facie case of obviousness. Melvin et al. discloses a multi-core, 
multi-layer cover golf ball wherein the specific gravity of the inner core and the core layer 
are different by at least 0.1- Melvin et al. discloses that the moment of inertia of the ball 
can be controlled by changing the specific gravities of the inner core and core layer, 
depending on the desired moment of inertia. Melvin et al. does not disclose the hardness of 
the inner core, but Melvin et al. discloses that the outer cover layer is less than 55 Shore D 
and is also less than the inner core, and that the outer core has a Shore C of less than 80. 
Therefore, the inner core can be softer or harder than the core layer, as long as the specific 

requirements are met. 

The Examiner stated that Yamagishi et al. "was not used to teach cover hardness, 
only the core relationship." Yamagishi discloses a golf ball having a soft inner core, a hard 
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core layer, and a soft cover wherein the inner cover layer is softer than the outer cover 
layer. The layers of YamagishTs ball have specific properties to provide a specific feel and 
result. The cover layers of Yamagishi et aL are different from that of Melvin et al. because 
Melvin et al. has a hard inner cover layer and a soft outer cover layer, while Yamagishi et 
al. has a soft inner cover layer and a harder outer cover layer that is still fairly soft. 
Applicant respectfully submits that even if Yamagishi et al. is combined with Melvin et al. 
in the rejection, there is no motivation, suggestion or teaching to substitute the core of 
Yamagishi et al. for the core of Melvin et al. because Melvin et al. discloses that the core 
has specific properties designed to control the moment of inertia, and Yamagishi et al. has a 
harder outer core layer because of the softer cover. At most, there might be a motivation to 
try the core of Yamagishi et al. in the golf ball of Melvin et al. v but motivation to try is 
clearly not the standard. Applicant respectfully submits that the Examiner is picking and 
choosing elements to reconstruct Applicant's invention, and this is not allowed. The 
Examiner cannot choose a core from a ball having completely different properties and 
substitute it into another ball solely for the purpose of reconstructing Applicant's invention. 

In the Response to Arguments, the Examiner states that 35 U.S.C. § 103 only 
requires motivation, not anticipation. Applicant agrees, but as previously stated, the 
Examiner has failed to provide even the motivation. 

Additionally, as stated by the Examiner, Melvin discloses a cover layer where the 
inner cover is harder than the outer cover layer. Applicant respectfully submits that Melvin 
does not disclose the ranges as claimed by applicants in part (i) of claims 1 , 14 and 20, nor 
does Melvin disclose the cover combinations disclosed in parts (ii), (iii) or (iv) of claims 1 
and 14, or part (ii) of claim 20, 

For at least these reasons, Applicant respectfully submits that the rejection of claims 
1 to 3, 5 to 9, 11 to 16, 19 and 20 under 35 U.S.C. § 103(a) has been overcome. 
Applicant therefore requests that the rejection of claims 1 to 3, 5 to 9, 11 to 16, 19 and 20 
be reconsidered and withdrawn. 

Claims 4 and 17 were rejected under 35 U.S.C. § 103(a) as being unpatentable over 
Melvin et al. (US 5,779,562) in view of Yamagishi et al. (US 5,688,595) and further in 
view of Farrally et al. (Science and Golf HI). The Examiner stated that Melvin et al. does 
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not disclose the outer core layer having two or more layers, but Farrally et al. discloses that 
having a core more than two layers is advantageous in distributing the weight and specific 
gravity of the golf ball. The Examiner concluded that one having ordinary skill in the art at 
the time the invention was made would have found it obvious to incorporate a core layer 
with two or more layers in order to optimize the weight distribution and specific gravity of 
the golf ball. 

Applicant respectfully disagrees with the Examiner and submits that the Examiner 
has not made out a prima facie case of obviousness. As discussed above, Applicant 
respectfully submits that Melvin et al., either alone or in combination with Yamagishi et al. 
does not disclose Applicant's invention. The addition of Farrally et al. also does not 
disclose Applicant's invention. Additionally, Applicant respectfully submits that Farrally et 
al. (on page 41 1) discloses that double cores, not a core with two or more layers, are 
advantageous. Contrary to the assertions of the Examiner, the reference does not comment 
on the advantage or disadvantage of having a core with two or more layers. The reference 
merely states that 'Kasco now has a triple core named "Rockets"', but it makes no 
comment on the advantage or disadvantage of such a core. Farrally et al. provides no 
motivation, suggestion or teaching for a core with a center and two or more layers. 

For at least these reasons, Applicant respectfully submits that the rejection of claims 
4 aud 17 under 35 U.S.C. § 103(a) has been overcome. Applicant therefore requests that 
the rejection of claims 4 and 17 be reconsidered and withdrawn. 

The Examiner is invited to telephone Applicant's attorney if it is deemed that a 
telephone conversation will hasten prosecution of the application. 



. PAGE 8/9 * RCVD AT 7113/2004 1 :54:20 PM [Eastern Daylight Time] ' SVR:USPT0-EFXRF-1/3 ' DN1S:3729306 * CSiD:41 33222575 * DURATION (mm-ss):03-50 



JUL 13 /04 01:02PM PATENT DEPT 



P. 9/9 



09/877,835 



P-56S6M-CM 



CONCLUSION 

Applicant respectfully requests reconsideration and allowance of each of the 
presently rejected claims, claims 1 to 9, 11 to 17, 19 and 20. Applicant respectfully 
requests allowance of claims 1 to 9, 11 to 17, 19 and 20, the claims currently pending. 

Respectfully submitted, 
R. DENNIS NESBITT 
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